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a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 

Attachment(s) 

1 ) n Notice of References Cited (PTO-892) 4) □ Inten/iew Summary (PTO-41 3) Paper No(s), . 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) Q Notice of Informal Patent Application (PTO-152) 

3) n Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) Q Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 04-01) 



Office Action Summary 



Part of Paper No. 5 



Application/Control Number: 09/783,560 Page 2 

Art Unit: 3621 

Response to Request for Reconsideration 

This is in response to a request for reconsideration file October 27^, 2004, Claims 1-22 
are being reconsidered in this action. 



Claim Rejections - 35 USC §103 

1 . The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over Mourad et al 
(U.S. PGPub no. 2003/135464) in view of Guheen et al (U.S. PGPub 2004/0107125). 

3. As per claim 1, Mourad et al teach digital contents superdistribution method through 
digital contents download services, the superdistribution method comprising accessing by a user 
a server providing digital contents download services via a communication network to make 
payment for digital contents on the server, and receiving a download of the digital contents on 
which a security code is set, if the distributed digital contents are executed on the another 
user's computer, accessing the server automatically via the same or another communication 
network; and after the server is accessed and payment for the distributed digital contents is 
made by the another user, {see abstract, figs 1 A,, IQ ID, 6, 9, 10, 18, 19, 25, paragraph 0008, 
0011, 00165, 0183, 0203, 0255-0260, 0278-0286, 00590, 00594, 1219, 1233). Mourad et al fail 
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to teach an inventive concept of offering a predetermined compensation via the server to the 
user who received the downloaded digital contents and distributing the downloaded digital 
contents after making payment to another user. However, Guheen et al teach a offering a 
predetermined compensation via the server to the user who received the downloaded digital 
contents and distributing the downloaded digital contents after making payment to another user 
{see paragraph 1200, 3481, 3948, 4350, 4378). Therefore, it would have been obvious to one 
of ordinary skill in the art at the time the invention was made to modify the inventive concept 
of Mourad et al to include Guheen et al's concept of offering a predetermined compensation 
via the server to the user who received the downloaded digital contents and distributing the 
downloaded digital contents after making payment to another userbecause this would have 
ensure the content is paid for before downloaded by the user. 

4. As per claim 2, Mourad et al teach a method wherein if the distributed digital contents are 
executed on the another user's computer, further accessing the server due to a failure of a security 
check on a security code set on the distributed digital contents {see abstract, figslA,, IC, ID, 6, 
9, 10, 18, 19, 25, paragraph 0008, 0011, 00165, 0183, 0203, 0255-0260, 0278-0286, 00590, 
00594, 1219, 1233). 

5. As per claim 3, Mourad et al teach a method wherein, if the server is accessed and 
payment for the distributed digital contents is made by the another user, fiirther resetting the 
security code set on the distributed digital contents for the another user who makes the payment 
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(see abstract, figs I A,, IQ ID, 6, 9, JO, 18, 19, 25, paragraph 0008, 0011, 00165, 0183, 0203, 
0255-0260, 0278-0286, 00590, 00594, 1219, 1233). 

6. As per claim 4, Mourad et al teach a method fiirther comprising further distributing the 
distributed digital contents on which the security code is reset to a different user; and if payment 
for the further distributed digital contents is made by the different user, offering via the server 
a predetermined compensation to the another user who further distributed the distributed 
digital contents, and if payment for the further distributed digital contents is made by the 
different user, the security code which has been set on the distributed digital contents is reset 
for the different user who makes the payment (see abstract, figs 1A„ IC, ID, 6, 9, 10, 18, 19, 
25, paragraph 0008, 0011, 00165, 0183, 0203, 0255-0260, 0278-0286, 00590, 00594, 1219, 
1233), 

7. As per claim 5, Mourad et al teach a method further comprising further distributing the 
downloaded digital contents to additional users by the another user who received the distributed 
digital contents; and repeating the further distributing by the additional users to still other 
additional users hierarchically (5eea65^rac/, 7/^57^4,, IC, ID, 6, 9, 10, 18, 19, 25, paragraph 

0008. 0011, 00165, 0183, 0203, 0255-0260, 0278-0286, 00590, 00594, 1219, 1233), 

8. As per claim 6, Mourad et al teach a digital contents superdistribution method through 
digital contents download services, the superdistribution method comprising downloading to a 
first client the digital contents on which a security code is set from a server, which provides 
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digital contents download services and to which the first client both accessed via a 
communication network and made payment for the digital contents, receiving at the server an 
access request from a second client via a second communication network if the downloaded 
digital contents are distributed from the first client to the second client and are executed on the 
second client; and offering via the server the first client a predetermined compensation if the 
second client makes payment for the distributed digital contents {see abstract, figs J A,, JC, ID, 
6, 9, 10, 18, 19, 25, paragraph 0008, 0011, 00165, 0183, 0203, 0255-0260, 0278-0286, 00590, 
00594, 1219, 1233). Mourad et al fail to teach an inventive concept of downloading to a first 
client the digital contents on which a security code is set from a server, which provides digital 
contents download services and to which the first client both accessed via a communication 
network and made payment for the digital contents. However, Guheen et al teach a system of 
downloading to a first client the digital contents on which a security code is set from a server, 
which provides digital contents download services and to which the first client both accessed 
via a communication network and made payment for the digital contents (see paragraph 1200, 
3481, 3948, 4350, 4378). Therefore, it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify the inventive concept of Mourad et al to 
include Guheen et al's downloading to a first client the digital contents on which a security 
code is set from a server, which provides digital contents download services and to which the 
first client both accessed via a communication network and made payment for the digital 
contents because this would have ensure the content is paid for before downloaded by the user. 
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9. As per claim 7, Mourad et al teach a method wherein the access request is automatically 
made owing to a failure of a security check on a security code set on the distributed digital 
contents which are executed on the second client {see abstract, Jigs I A,, IC, ID, 6, P, 10, 18, 19, 
25, paragraph 0008, 0011, 00165, 0183, 0203, 0255-0260, 0278-0286, 00590, 00594, 1219, 
1233), 

10. As per claim 8, Mourad et al teach a method wherein, if the second client makes payment 
for the distributed digital contents, resetting via the server the security code on the distributed 
digital contents for the second client (see abstract, figs 1A„ IC, ID, 6, 9, 10, 18, 19, 25, 
paragraph 0008, 0011, 00165, 0183, 0203, 0255-0260, 0278-0286, 00590, 00594, 1219, 
1233). 

11. As per claim 9, Mourad et al teach a method further comprising offering via the server a 
predetermined compensation to the second cUent who has further distributed the digital contents 
on which the security code is reset to an additional client if the digital contents on which the 
security code is reset is distributed to additional clients and payment for the digital contents on 
which a security code is reset is made; and if payment for the digital contents on which the 
security code is reset is made, resetting the security code on the digital contents for the additional 
client who makes the payment {see abstract, figs 1 A,, IC, ID, 6, 9, 10, 18, 19, 25, paragraph 
0008, 0011, 00165, 0183, 0203, 0255-0260, 0278-0286, 00590, 00594, 1219, 1233). 
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12, As per claim 10, Mourad et al teach a digital contents superdistribution system 
comprising a server computer to provide digital contents download services, a second user 
computer that receives a copy of the digital contents of the first user computer, is connected to 
the server computer via a second communication network, and is automatically connected to 
the server computer if the copy of the digital contents distributed by the first user computer are 
executed by the second user computer, wherein, if the copy of the digital contents distributed 
by the fu'st user computer are executed on the second user computer, the second user computer 
accesses the server computer due to a failure of a security check on the security code set on the 
copy of the digital contents, and if the second user computer accesses the server to make 
payment for the copy of the digital contents, a predetermined compensation is offered to a fu'st 
user of the first user computer who has distributed the copy of the digital contents received by 
the second user computer (see abstract, figs 1 A,, IQ ID, 6, P, 10, 18, 19, 25, paragraph 0008, 
0011, 00165, 0183, 0203, 0255-0260, 0278-0286, 00590, 00594, 1219, 1233). Mourad et al fail 
to teach an inventive concept of downloading to a first client the digital contents on which a 
security code is set fi'om a server, which provides digital contents download services and to 
which the first client both accessed via a communication network and made payment for the 
digital contents. However, Guheen et al teach a system of downloading to a first client the 
digital contents on which a security code is set fi*om a server, which provides digital contents 
download services and to which the first client both accessed via a communication network 
and made payment for the digital contents (see paragraph 1200, 3481, 3948, 4350, 4378). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the inventive concept of Mourad et al to include Guheen' s 
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downloading to a first client the digital contents on which a security code is set from a server, 
which provides digital contents download services and to which the first client both accessed 
via a communication network and made payment for the digital contents because this would 
have ensure the content is paid for before downloaded by the user, 

13. As per claim 1 1, Mourad et al teach a system wherein, if the second user computer makes 
payment for the copy of the digital contents, the server computer resets the security code on the 
copy of the digital contents of the second user computer (see abstract, figs I A, 7C, ID, 6, 9, 70, 
18, 19, 25, paragraph 0008, 0011, 00165, 0183, 0203, 0255-0260, 0278-0286, 00590, 00594, 
1219, 1233), 

14. As per claim 12, Mourad et al teach a method of distributing digital contents using a 
server, comprising: receiving at the server an indication from a receiving chent through a 
communication network that the receiving client received a copy of digital contents that includes 
an identification of a distributing client, and that the receiving client is compliant with a Ucense 
for the digital contents; and offering compensation using the server to the distributing client 
after the receiving at the server the indication from the receiving client {see abstract, figs 1A„ 
IC, ID, 6, 9, 10, 18, 19, 25, paragraph 0008, 0011, 00165, 0183, 0203, 0255-0260, 0278- 
0286, 00590, 00594, 1219, 1233).. 

15. As per claim 13, Mourad et al teach a further comprising setting by the server the 
identification of the distributing client on the digital contents prior to the receiving the indication 
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from the receiving client, the setting the identification comprising setting a distributing client 
security code for the digital contents; and resetting the distributing client security code for the 
copy of the digital contents to a receiving client security code using the server through the 
communication network if the receiving client is compliant with the license {see abstract, 
figs 1 A,, IQ ID, 6, P, 70, J 8, 19, 25, paragraph 0008, 0011, 00165, 0183, 0203, 0255-0260, 
0278-0286, 00590, 00594, 1219, 1233)., 

16, As per claim 14, Mourad et al teach a method of distributing digital contents, comprising 
verifying at a server that the first client is compliant with a Ucense for the digital contents 
through a first communication network prior to allowing the first client to access the digital 
contents; receiving by a second client a copy of the verified digital contents of the first client; 
verifying at the server that the second client is compliant with the license for the digital 
contents through the first or a second communications network prior to allowing the second 
client to access the copy of the verified digital contents of the first client; and offering 
compensation to the first client if the second client is verified to be compliant with the license 
{see abstract, figslA,, IC, ID, 6, 9, 10, 18, 19, 25, paragraph 0008, 0011, 00165, 0183, 0203, 
0255-0260, 0278-0286, 00590, 00594, 1219, 1233). Mourad et al fail to teach an inventive 
concept of verifying at the server that the second client is compliant with the license for the 
digital contents through the first or a second communications network prior to allowing the 
second client to access the copy of the verified digital contents of the first client. However, 
Guheen et al teach a system of verifying at the server that the second client is compliant with 
the license for the digital contents through the first or a second communications network prior 



Application/Control Number: 09/783,560 Page 10 

Art Unit: 3621 

to allowing the second client to access the copy of the verified digital contents of the first 
client (see paragraph J 200, 348 J, 3948, 4350, 4378). Therefore, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to modify the inventive 
concept of Mourad et al to include Guheen et al's verifying at the server that the second client 
is compliant with the license for the digital contents through the first or a second 
communications network prior to allowing the second client to access the copy of the verified 
digital contents of the first client because this would have ensure the content is secure and that 
the user has access right before allowing it to be downloaded by the user. 

17. As per claim 15, Mourad et al teach a method wherein the verifying at the server that the 
first cUent is compliant comprises setting a fu*st security code for the digital contents that allows 
the first client to access the digital contents, and the verifying at the server that the second client 
is compliant comprises resetting the first security code for the copy of the verified digital 
contents of the first client to a second security code that allows the second client to access the 
digital contents (see abstract, figs 1A„ IC, ID, 6, 9, 10, 18, 19, 25, paragraph 0008, 0011, 
00165, 0183, 0203, 0255-0260, 0278-0286, 00590, 00594, 1219, 1233).. 

18. As per claim 16, Mourad et al teach a method wherein the verifying at the server that the 
second cUent is compliant further comprises receiving a payment fi-om the second client prior to 
resetting the first security code to the second security code (see abstract, figs 1A„ IC, ID, 6, 9, 
10, 18, 19, 25, paragraph 0008, 0011, 00165, 0183, 0203, 0255-0260, 0278-0286, 00590, 
00594, 1219, 1233).. 
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19. As per claim 17, Mourad et al teach a method wherein the receiving by the second client 
comprises receiving the copy of the verified digital contents of the first cUent fi^om the first client 
(see abstract, fjgsIA,, IC, ID, 6, 9, 10, 18, 19, 25, paragraph 0008, 0011, 00165, 0183, 0203, 
0255-0260, 0278-0286, 00590, 00594, 1219, 1233)., 

20. As per claim 18, Mourad et al teach a method wherein the receiving by the second client 
comprises receiving the copy of the verified digital contents of the first client from a third cUent, 
where the third cUent was not compliant with the Ucense (see abstract, figslA,, IC, ID, 6, 9, 10, 
18, 19, 25, paragraph 0008, 0011, 00165, 0183, 0203, 0255-0260, 0278-0286, 00590, 00594, 
1219, 1233),, 

21 . As per claim 19, Mourad et al teach a distributing system to manage the distribution of 
digital contents having a Ucense, comprising a first client having the digital contents and the 
license, where the first client is verified to be compliant with the license, a second client 
having a copy of the verified digital contents of the first client; and a server that xand offers 
compensation to the first client if the second client is verified to be compliant with the license 
(see abstract, figslA,, IC, ID, 6, 9, 10, 18, 19, 25, paragraph 0008, 0011, 00165, 0183, 0203, 
0255-0260, 0278-0286, 00590, 00594, 1219, 1233). Mourad et al fail to teach an inventive 
concept of verifying at the server that the second client is compliant with the license for the 
digital contents through the first or a second communications network prior to allowing the 
second client to access the copy of the verified digital contents of the fu-st client. However, 
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Guheen et al teach a system of verifying at the server that the second client is compliant with 
the license for the digital contents through the first or a second communications network prior 
to allowing the second client to access the copy of the verified digital contents of the first 
client (see paragraph 1200, 3481, 3948, 4350, 4378). Therefore, it would have been obvious to 
one of ordinary skill in the art at the time the invention was made to modify the inventive 
concept of Mourad et al to include Guheen et al's verifying at the server that the second client 
is compliant with the license for the digital contents through the first or a second 
communications network prior to allowing the second client to access the copy of the verified 
digital contents of the first client because this would have ensure the content is secure and that 
the user has access right before allowing it to be downloaded by the user. 

22, As per claim 20, Mourad et al teach a system wherein the server further sets a first 
security code for the digital contents that allows the first client to access the digital contents in 
order to verify that the first client is compliant with the Ucense, and resets the first security code 
for the copy of the verified digital contents of the first cUent to a second security code that allows 
the second cUent to access the digital contents in order to verify that the second client is 
compliant with the Ucense (5'eea^>5/mc/,y/g57>},, 7C, ID, 6, 9, 10, 18, 19, 25, paragraph 0008, 
0011, 00165, 0183, 0203, 0255-0260, 0278-0286, 00590, 00594, 1219, 1233)., 

23. As per claim 21, Mourad et al teach a method further comprising repeating the further 
distributing and offering the predetermined compensation hierarchically {see abstract, figs 1 A,, 
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yC, 7A 5, P, 70, 18, 19, 25, paragraph 0008, 0011 00165, 0183, 0203, 0255-0260, 0278- 
0286, 00590, 00594, 1219, 1233).. 

24. As per claim 22, Mourad et al teach a system further comprising repeating hierarchically 
the further distributing by and offering the predetermined compensation to the additional client 
to additionally distribute the digital contents to still other additional clients (see abstract, 
figslA,, IC, ID, 6, 9, 10, 18, 19, 25, paragraph 0008, 0011, 00165, 0183, 0203, 0255-0260, 
0278-0286, 00590, 00594, 1219, 1233). 

Response to Arguments 

25. Applicant's arguments filed October 27^, 2004 have been fully considered but they are 
not persuasive. 

a. Applicant argue the prior art fail to suggest one end user distributing received 
contents to another end user and having the distribution of content provider provide a 
payment to the one end User. However, examiner respectively disagrees with Applicant's 
characterization of the prior art. Guheen et al teach a system that provides a secure, 
distributed electronic transaction management system for controlling the distribution 
and/or other usage of electronically provided and/or stored information. WAF controls 
auditing and reporting of electronic content and/or appUance usage. Users of WAF may 
include content creators who apply content usage, usage reporting, and/or usage payment 
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related control information to electronic content and/or appliances for users such as end- 
user organizations, individuals, and content and/or appliance distributors. WAF also 
securely supports the payment of money owed (including money owed for content and/or 
appliance usage) by one or more parties to one or more other parties, in the form of 
electronic credit and/or currency. Applicant further argue that there is no suggestion that 
the distributor makes payment from the content provider when the end user makes 
payment, or that the end user makes a payment to the content provider instead of the 
distributor. In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See/w re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 
958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, it would have been 
obvious to combine these references because they are in the same technological concept. 



Conclusion 



26. THIS ACTION IS MADE FINAL. AppUcant is reminded of the extension of time 
poUcy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this fmal action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
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MONTHS of the mailing date of this fmai action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Firmin Backer whose telephone number is (703) 305-0624. The 
examiner can normally be reached on Mon-Thu 9:00 AM - 5:00 PM, 

If attempts to reach the examiner by telephone are unsuccessftil, the examiner's 
supervisor, James Trammell can be reached on (703) 305-9768. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an appUcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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